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it for its own internal purposes. The 
prescription of forms should be avoid-
ed. However, any forms or standard 
questionnaires that are adopted by an 
agency for this purpose must comply 
with the requirements of the Paper-
work Reduction Act. Copies shall be 
sent to the Secretary. 

(b) In accordance with 35 U.S.C. 
202(c)(5) and the terms of the clauses at 
§ 401.14, agencies shall not disclose such 
information to persons outside the gov-
ernment. Contractors will continue to 
provide confidential markings to help 
prevent inadvertent release outside the 
agency. 

§ 401.9 Retention of rights by con-
tractor employee inventor. 

Agencies which allow an employee/ 
inventor of the contractor to retain 
rights to a subject invention made 
under a funding agreement with a 
small business firm or nonprofit orga-
nization contractor, as authorized by 
35 U.S.C. 202(d), will impose upon the 
inventor at least those conditions that 
would apply to a small business firm 
contractor under paragraphs (d)(1) and 
(3); (f)(4); (h); (i); and (j) of the clause at 
§ 401.14. 

[52 FR 8554, Mar. 18, 1987, as amended at 83 
FR 15960, Apr. 13, 2018] 

§ 401.10 Government assignment to 
contractor of rights in invention of 
government employee. 

(a) In any case when a Federal em-
ployee is a co-inventor of any inven-
tion made under a funding agreement 
with a contractor: 

(1) If the Federal agency employing 
such co-inventor transfers or reassigns 
to the contractor the right it has ac-
quired in the subject invention from its 
employee as authorized by 35 U.S.C. 
202(e), the assignment will be made 
subject to the patent rights clause of 
the contractor’s funding agreement. 

(2) The Federal agency employing 
such co-inventor, in consultation with 
the contractor, may submit an initial 
patent application, provided that the 
contractor retains the right to elect to 
retain title pursuant to 35 U.S.C. 202(a). 

(3) When a Federal employee is a co- 
inventor of a subject invention devel-
oped with contractor-employed co-in-

ventors under a funding agreement 
from another agency: 

(i) The funding agency will notify the 
agency employing a Federal co-inven-
tor of any report of invention and 
whether the contractor elects to retain 
title. 

(ii) If the contractor does not elect to 
retain title to the subject invention, 
the funding agency must promptly pro-
vide notice to the agency employing a 
Federal co-inventor, and to the extent 
practicable, at least 60 days before any 
statutory bar date. 

(iii) Upon notification by the funding 
agency of a subject invention in which 
the contractor has not elected to re-
tain title, the agency employing a Fed-
eral co-inventor must determine if 
there is a government interest in pat-
enting the invention and will notify 
the funding agency of its determina-
tion. 

(iv) If the agency employing a Fed-
eral co-inventor determines there is a 
government interest in patenting the 
subject invention in which the con-
tractor has not elected to retain title, 
the funding agency must provide ad-
ministrative assistance (but is not re-
quired to provide financial assistance) 
to the agency employing a Federal co- 
inventor in acquiring rights from the 
contractor in order to file an initial 
patent application. 

(v) The agency employing a Federal 
co-inventor has priority for patenting 
over funding agencies that do not have 
a Federal co-inventor when the con-
tractor has not elected to retain title. 

(vi) When the contractor has not 
elected to retain title, the funding 
agency and the agency employing a 
Federal co-inventor shall consult in 
order to ensure that the intent of the 
programmatic objectives conducted 
under the funding agreement is rep-
resented in any patenting decisions. 
The agency employing a Federal co-in-
ventor may transfer patent manage-
ment responsibilities to the funding 
agency. 

(4) Federal agencies employing such 
co-inventors may enter into an agree-
ment with a contractor when an agen-
cy determines it is a suitable and nec-
essary step to protect and administer 
rights on behalf of the Federal Govern-
ment, pursuant to 35 U.S.C. 202(e). 

VerDate Sep<11>2014 10:37 Nov 27, 2018 Jkt 244147 PO 00000 Frm 00881 Fmt 8010 Sfmt 8010 Y:\SGML\244147.XXX 244147rm
aj

et
te

 o
n 

D
S

K
B

C
K

N
H

B
2P

R
O

D
 w

ith
 C

F
R



872 

37 CFR Ch. IV (7–1–18 Edition) § 401.11 

(5) Federal agencies employing such 
co-inventors will retain all ownership 
rights to which they are otherwise en-
titled if the contractor elects to retain 
title to the subject invention. 

(b) Agencies may add additional con-
ditions as long as they are consistent 
with 35 U.S.C. 201–206. 

(c) Nothing in this section shall su-
persede any existing inter-institutional 
agreements between a contractor and a 
Federal agency for the management of 
jointly-owned subject inventions. 

[83 FR 15961, Apr. 13, 2018] 

§ 401.11 Appeals. 
(a) As used in this section, the term 

standard clause means the clause at 
§ 401.14 of this part and the clauses pre-
viously prescribed by either OMB Cir-
cular A–124 or OMB Bulletin 81–22. 

(b) The agency official initially au-
thorized to take any of the following 
actions shall provide the contractor 
with a written statement of the basis 
for his or her action at the time the ac-
tion is taken, including any relevant 
facts that were relied upon in taking 
the action. 

(1) A refusal to grant an extension 
under paragraph (c)(4) of the standard 
clauses. 

(2) A request for a conveyance of title 
under paragraph (d) of the standard 
clauses. 

(3) A refusal to grant a waiver under 
paragraph (i) of the standard clauses. 

(4) A refusal to approve an assign-
ment under paragraph (k)(1) of the 
standard clauses. 

(5) A refusal to grant an extension of 
the exclusive license period under para-
graph (k)(2) of the clauses prescribed 
by either OMB Circular A–124 or OMB 
Bulletin 81–22. 

(c) Each agency shall establish and 
publish procedures under which any of 
the agency actions listed in paragraph 
(b) of this section may be appealed to 
the head of the agency or designee. Re-
view at this level shall consider both 
the factual and legal basis for the ac-
tions and its consistency with the pol-
icy and objectives of 35 U.S.C. 200–206. 

(d) Appeals procedures established 
under paragraph (c) of this section 
shall include administrative due proc-
ess procedures and standards for fact- 
finding at least comparable to those 

set forth in § 401.6 (e) through (g) when-
ever there is a dispute as to the factual 
basis for an agency request for a con-
veyance of title under paragraph (d) of 
the standard clause, including any dis-
pute as to whether or not an invention 
is a subject invention. 

(e) To the extent that any of the ac-
tions described in paragraph (b) of this 
section are subject to appeal under the 
Contract Dispute Act, the procedures 
under the Act will satisfy the require-
ments of paragraphs (c) and (d) of this 
section. 

§ 401.12 Licensing of background pat-
ent rights to third parties. 

(a) A funding agreement with a small 
business firm or a domestic nonprofit 
organization will not contain a provi-
sion allowing a Federal agency to re-
quire the licensing to third parties of 
inventions owned by the contractor 
that are not subject inventions unless 
such provision has been approved by 
the agency head and a written jus-
tification has been signed by the agen-
cy head. Any such provision will clear-
ly state whether the licensing may be 
required in connection with the prac-
tice of a subject invention, a specifi-
cally identified work object, or both. 
The agency head may not delegate the 
authority to approve such provisions or 
to sign the justification required for 
such provisions. 

(b) A Federal agency will not require 
the licensing of third parties under any 
such provision unless the agency head 
determines that the use of the inven-
tion by others is necessary for the 
practice of a subject invention or for 
the use of a work object of the funding 
agreement and that such action is nec-
essary to achieve practical application 
of the subject invention or work object. 
Any such determination will be on the 
record after an opportunity for an 
agency hearing. The contractor shall 
be given prompt notification of the de-
termination by certified or registered 
mail. Any action commenced for judi-
cial review of such determination shall 
be brought within sixty days after no-
tification of such determination. 
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